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Remarks 



Claims 51-64, 71-84, 91-94 and 99 remain in the application. Claims 51, 91 and 
99 have been amended to state that the mat is useful as the scored *nH folded vertical 
webs spanning between an exposed mat and p h aC ker mat in * impressible c*ilinn tjjg 
as disclosed in published U. S. Patent Annlira t fon No , 2Qn?nn?Qi 4 2 filed Anril ?.y nm 
including the ability to, after being scored. folded and comnm^PH, to sorino hack t„ th» 
original shape and orientatio n, basis found in the last paragraph of the Background on 
page 1 and in Example 1 of the specification. Claim 51 has been further amended to 
limit the man-made polymer fibers to fibers selected from a group consisting of polyester, 
polypropylene, nylon, PBT, polyacrynitrile amd polybenzimidizole, basis found in the 
second paragraph of the Detailed Description of the specification. Claim 61 has been 
amended to correct an Inadvertent omission of the word "long", basis found in claim 60. 
Claim 91 has been amended to limit the length of the glass fibers to about 0.7 to about 
I.Unch as in claim 51 . Claim 99 has been further amended to define the polyester fibers 
as 1.5 denier, basis being found in Examples 1-3 of the specification. 

Claim 82 has been amended to define the mat of Example 1 , claim 83 to define 
the mat of Example 2 and claim 84 to define the mat of Example 3. 

The claimed invention are nonwoven mats useful as ttw> sr.nr*rt nnri <~\a~a 
vertical webs spanning between an exposed mat « b acker mat jn g cgjr^ ressjbjg 
ceiling tile as disclosed in nnhlishPrt . . S. Patent Annimtmn N o , 2nn?nn?ni^m^ g^i, 
2 3,2001, including the ability to after heinn s,weH ^ andeomn ^ ^ 
back to the original shape and orientation , comprised of a blend of at least about 84 wt 
percent and up to about 92 wt. percent of glass fibers having diameters in the range of 
about 13 to about 17.5 microns and lengths in the fange of about 0.7 to about 1 25 
.nches, and about 8 to about 16 wt. percent of polymer fibers selected from a group 
cons.sting of polyester, polypropylene, nyion, PBT, polyacrynitrile amd po.ybenamidi.ole, 
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often polyester fibers, the blend of fibers bound together with about 25 «- 5 wt percent 
ando fapa^artypeofbinde, The Calmed mats have excellent flame res^Tl 
™ UnU tensile strength, f-ex^g^,^^ 
MOmg, the mat passing the Nationa, Fire Protection Association's (NFPA) Method #701~ 
Flammab.lity Test as well as critical tensile strength and a Taber Stiffs gf «^ 
^um properties essential for the mat to be used ceiling tile of the type described in 
U.S. Published Patent Application No. 2d020020142. As pointed out in the Summary 
section of the specification, these properties are unique and unexpected in nonwoven 
mats containing a majority of glass fibers bound together with an organic binder Also 
as pointed out in th P Jaffee Der ation laffee bainn an, expert in nonwn^n ' 
technology, being the inventor or ro-inventar nf 1 1 , jS p^gnts, gee Exhibit * gncjosed 
and be.nq aware of the confents of the refers ^ b v thft Fyaminpr mgHQ _ n 
than 100 d,fferent mats containing many djfferepj - mbinations nf diff^ nt f iber ^ flnH 
different binders before a mat composition tri. d that nrnrilinpr , a mat that m „ f ^ 
properties required for a mat to he , ,sed in thP ceiling d escribfiH ah™» Oncethat 
breakthrough was achieved, then ranges of variations, including those of the Examples 
set forth in the specification, were found that also met the requirements of the ceiling tile 
and some combinations of variables produced mats having the better properties for this ' 
use than others although many could be used. 

An example of a ceiling tile of the type described in U.S. Published Patent 
Application No. 20020020142, this ceiling tile sample having nonwoven mat dividers 52 
spanning an outer sheet 54 and a hacking mat 56, the mat dividers being scored and 
functioning to fold to allow the ceiling tile to be compressed or collapsed to save space 
or packaging and shipping. The presently cjajmed. mats are suable fer the — m 
mm divider. 52 in this ty po nf rrtnq a jfe. A.so presented is a Declaration by the 

PU^LT^ 9 ^ ^ ^ * " n ^^ mM. AstaughtinU.8. 
Published Patent Application No. 20020020142. 'The dividens [52], on the other hand 
while preferably being made of fiberglass, could be made of a carbon fiber mat some 

Z^T* W0V6n maten ' a,S ' fi,mS ' " Combinations *e»of. with the important 
feat. , e be,ng that they have some predetermined modulus of resiliency, similar to the 
specific materials identified above, which allows them to be folded but remain resilient If 

tolasT r ? CreaS6d t0 dSfine f0,d " neS 35 «™ — * JL 
.berglass material, it is important that the materia, retain the moduius of resiliency after 

navng been creased, which, of course. is *ue with fiberglass or carbon fiber ZT- 
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and as mentioned, numerous materials might have applicability In the present 
nvenfon, ^m^^rr^e, ^ connect0f gheet ^ ^ 

^^ned^gpaisg No. 580? or n nP Pinnated No. 580. hv ..nHn^ , ■ 

The 5802 ,s a 120 g/m.sup.2 mat composed of 10% PET/65% 16-micron glass/25% MF 
The 5303 ,s a 100 g/m mat composed of 12% PET/68% 16-micron glass/20% MF MF Is 
an abbreviation for melamine formaldehyde resin, which exhibits the characteristics of a 
thermoset resin. PET is an abbreviation for a polyethylene terephthalate. Dividers made 
from either of the 5802 or 5803 material have the ability to expand with little or no 
add.t.on of heat after having been creased and folded as described previously and after 
hav.ng been fully compressed. A more complete description of the Johns-Manville 
products and related products can be found in U.S. Pat Nos. 5,840,413. 5,942.288. and 
5,972,434, which are herein incorporated by reference. " The ceiling tile of U S 
Published Patent Application No. 20020020142 is a commercial product as shown by 
Exhibit 1 enclosed. 

Claims 51-64, 71-84, 91-94 and 99 stand rejected under 35 USC 103 as being 
unpatentable over Geel in view of Arkens and as further evidenced by Chenoweth The 
Examiner stated that Geel teaches nonwoven mats containing 10-80 wt. percent glass 
fibers and 20-90 percent PET fibers, having a diameter in the range of 6-16 microns and 
a length in the range of 0.1 5-0.98 inch, bound together with a resin binder, but not the 
type of binder used m the invention. The Examiner also stated that Geel teaches using 
binders that may be self-crossllnking. non^ross.inklng or crosslinked with a suitable 
agent and teaches a binder content of about 20-50 percent; but doesn't teach using a 
binder that is at .east partially curable or a binder consisting essentially of a homopolymer 
or a copoolymer of polyacrylic add and a polyol. The Examiner further states that Arkens 
et al teach a fiber glass nonwoven mat containing a type cf binder of the type used in the 
invents and urges that it would have been obvious to have used the Arkens et al binder 
m the mats taught by Geel instead of the binder taught by Geel because both patents 

matS ° f fib6rS b ° Und a resin Wnde '' Examiner also 
admitted that none of the references teaches the Tabor stiffness, ratios of wet to dry 

^ZTJlT ^ ^ Clai ™* inV6nti0n ° r ** ,he mafe P3SS *• "™ Method 

M^te yresented i n T h* JaffeeDec^, thatthis property would be inherent «n 
the mats of Gee. and Ari<ens et a,.. This rejection and its basis is respectfully traversed 
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teB flf&gaaaa sg ^ . Geei^kes no suggest™ J ms mat n ^± rties 

nee*, for use ,n „i,ing panto of me type described in U.S. Published P ate T 
Application No. 20020020142. Gee, a,,eges broad ranges ra,,os of glass fiber, ,o 
polymer fibers ,o binder content, but nowbere does he .each or reasonably suggest „,„ 
weigh, pementoge ranges of giass fibers. po lym er fibers and binder in app^icanT 

Sto ker fibers n n d more map 40 ^ p, w „ Ifc^ra^^g 
and W hin dnr. Such mate are .o.al.ydBeren. in co^posWa^rop^T 
•ban (be present claimed, nor does Gee, reasonabiy suggest the ma, composes 
corned. Gael teaohes a ma, havtng te binders, each applied at a different time and 
behveen (wo drying steps in me manufacturing proC ess. Gee, teaches firs, a pp¥ n g 10- 
^.ps^nt^^^^^^ atedajngjhlsja nnpHr, ,„ 
•MM 1040 wt percent of a .MJtfc Thus, the finished ma. contains to 
about 20 te a& ou, 50 wt percent QfM^fe. binders, no, 10-30 ^ - „ 
E^MaLUHfs. The Examiner has no, given praper consideration this teaching of Gee, 

IT™ TT ** '~ 6 * ^ ^M«s in his mats 
that one of the binders is polyviny, alcoho, in an amoun, of 545 wt. percent of the fibers 
see dam, 1 of Gael, jtapuld apt hay e been obvfaus for m M ^ inan , m hmm ' 

amor, , T ' nVe ""° n *** "» " * a " W^nW 

^^PO^alcohoiasabaceamountorconteminan,.. Because o, ,Js, Gee 

a C2n , T''^ *" r ' **^*^ ■* Pfor at, teachings ma, ie^one 
away from me Calmed rnvenlion is also evkjence of non-obviousness. 

sense c^USC Z TT Rna ' ReJeai ° n ^ » W ° UU h8VS <**». "» •» 

f^^tmm^n^LM. Thara is no reasonable teaching i„ «K e „ '„ * 
Gee, », a , wouid suggestto one of ordinary sfi„, ,n me ad that one oou» rep^ 
b ndera «h a sing,e binder and stii, obtein me objects of Gee, - doing so L^av, 
been patentebte because ,ha. wouk, have been unexpected, wou,d have greafiy 
s mpw.d ma process of Gee, and subs.an,la,,y reduced capita, cos, end manuLudng 
expense of making ma Gael mat Gea, would no. have used tnum^taOltaJ 
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unless there was a very go* reason to do so because as taught by Gael, doing so 
requires a separate step, two separate binder mix an. supply systems and two separate 
b-nder apphcafon stations. Nothing In Gee. remotely suggests that either of the two 
bi nders |S unnecessary, and there is nn teaching, nr ^ s uggestion in &rkonc 
al that the Arkens et al binder, having the characteristics claimed, could be used to " 
reP ' aCe b]nderS fh « Q * el ™ * *« " arhiR VB the nhtanh- H, ^ or tnat do| 
so would produce a mat suitable for use In the compressible ceiling tile. 

Further, Geel does not teach or reasonably suggest a nonwoven mat having a 
basis weight nf about 2.3 to about ? 6 [bs/100 sg, fl The basis weight is critical to 
achieving the necessary properties for being useful in the collapasible ceiling tile, 
especially the Taber stiffness of at least about 50 as shown by the trial results reported in 
paragraphs 4 (d) ii) and III) in the Jaffee Declaration where mats having basis weights of 
1 .08 lbs. per 100 sq. ft. fell far short of the claimed Taber stiffness. Also. Geel gives no 
guidance whatsoever for basis weight and for that reason is an invalid disclosure 
because it is not an enabling disclosure . 

This invention is a chemical case and the effects of fiber sizes, fiber types, ratios 
of different fibers and amount and type of binder are not predictable, as the acts of an 
expert in this art, Jaffee. evidences in his Rule 1 .132 affidavit where, because of such 
unpredictability, he tried more than 100 of such combinations over a period of more than 
54 days before finding suitable combinations and properties for making the claimed mats. 
This Is extremely strong evidence that the invention, nonwoven mats not requiring the 
costly glass microfibers previously required in one or more mats found suitable for the 
compressible ceiling tile, was not obvious to one of ordinary skill. Further evidence that 
Jaffee is an expert in the nonwoven mat art is the fact that he is an inventor or co- 
inventor of ten US patents as evidenced by Exhibit 2. also enclosed. 

The Examiner states that "absent a clear indication in the specification or claims 
of what the basic and novel characteristics actually are. "consisting essentially of will be 
construed as equivalent to comprising." This appears to contrary to the long since 
established practice of interpreting the scope of the term "consisting essentially of 
Unlike the case of PPG. applicants have very clearly set cut the novel characteristics of 
the nonwoven mats of the invention are in the claims, and the term "consisting essentially 
of m the claims defining the type of binder used was inserted to avoid an assertion that 
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ft. claimed mat did no. contain ,he ^ atobol ^ ^ h ^ ^ ^ 
G_, fc T " * ^ " een ° bV ' 0US "° US8 ,he erf Arirens in the pmcess of 

an. as shown by evidence horn „ oxpo^no^^S^ 2 ' 
I T T - — - * °- «* * had the 

^^Tar^zrr"^'"'"--- 

... ^ y o:etnattheJaffeeDeclar ation evidences that the tvoe of 

Mr «d and otter perameters ere c^ca, to achieving a ma.that tes ». ^ 

c°mEQS,.ionfor mfig ,lnn t .„ 1 .. frT -; i KSMEjist^ 

P-Mtatr When avidanca to the contrary has been p„ sante0 , „ „ , mprapert0 ^ 
» different than reasonably taught by Ih. reference and aspaoially when the aZtn^ 

TIT " ' m0ro ° er '° TCre * PreSUme *- * — <*9 within v«y b™, 
ranges of component different component attha, have propantesL, aran^ 

*e ^ ^ reaS ° na * SUP ^ «*«~ whan 

fte composes are elraclly the ^ „ TOry neany ^ * <-» 

Exar«er haa ng, ma, a ,| of the structure, or chemical properties of the nonwovan mate 
darned nor ,s there any evtdenee to support the allegation that any ma. In the ranges 
taught by Gael will inherent hay* t he properties of .he H.^ ^ Thi S argument 
appliea to the flax properties following scoring and folding, the flamibility test results tha 
Tabor Stiffness properties and the ratio of wet tensile to dry tensile strengths. 
Applicants have provided evidence in tha Jaffee Declaration, paragraph *4 d (i ii iii) dial 
the properties of the claimed mas, such as Taber Stiffness, was not inherent m prior' art 
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mafeand .he E«n,,ne, has no, provided any evident to support the allegata of 
tenancy see ,n re DembteaK, 175 F. 3d 994, 59 USPQ 2d 16 ,4 (Fed. 1 
or pnncple thai ft. Btemlner mus, hava actual evidence from the prtorart <olZ 

USPQ 1 127. 1783. for me pnncples that a showing of substanlially Improvad results for 
«ha .nventa. and statement ,ha, «. results wara unexpected should suffice to ^ „ h 
«ad raa„, ls absent e«dence «o *e con, rary an0 ,ha, mere mus, .a a su^T 

aTt^rT: <he teachings of .hereferen J ^ 

I«r! UCCPA ' ,974 ""^« = P«-ar, teaching ofabroaora" 9 a 
doe no, make obv.ce a narrowar range I, ma narrow ranga produce much bene, 
~* or properties man teugh, by ma Branca form, broad renge. Once ma 
applrante hava provided avidanoa ahowing ma, ma inherency alleged by the Examiner ia 
whong, the burton man shifts ,o me E*an*»r to show ,ha, inhere^ does i t^Z 

Addltaally. the application mat ,ha mate of me inventa were designed for are 
for ceHmg „ tas o, me type d^ed In us. P a , App. ^ 20o202o142 as £££ 

d,v dera. I.e the mate tha, have to be scored and folded and than hava me properties ma, 
M "«^^-"9«te to apnngb 9 cK i „ to mep reP ermlc^ altel ZnZen 

and 5.942.288. The mate teugh, ,n mose palente cohteined expansive glass mfaufibere 

~— 

«". * be used -n ,ha ceiling «„es is inrelevan,. The present Cairns now lady stetXha, 
maimed mate are useful .as m scored and mined vnrtira, weh« . 

S. Paten, A^gtelQD ^ ^^ S^j^^^ ^^ 
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torn ^ E Ms L Mdgn,^^ 

none of Gee,. Ad<ens et or Chenowefh discos, or ra,^ suggest to one of 

rzr in me a,t App "° an,s have shovm - — ■ ~ ~„g 

*e Proves necessary for,h,s new ^ of eeiiing Se and ,nose proposes were no 

P "" a " maK ™"»* *» *— « «e coofd no. be as cL IT^e end 



Chenoweth is apparently relied on for teaching a range of polymer fibers in 
^mmmu^pun, notchopp^.^^ ch'nLh iohes 
^^^^ of Cg a^s f3 - 

claimed mats, see the Jaffee Declaration, paragraph #4d (I Chenoweth a ,so 

Sr; f 7 the 

differamlT^ ! 0 * ^ ^ ° f 9 ' aSS fibere teu 9 ht « ^P'ete«y 

afferent types of fibers as described above, have fiber diameters much lower L the 

m* o *. Calmed invention, and that have vanous indeterminate lengt^^s t an 

2 inch to appro, 3 inches. The chopped fibers in applicants' claimed mats h ve 
nan-ow ^ distn . butj0n ^ rf ^ ^ have a 

s rands conta-ning hundreds or thousands of continuous fibera whereas the roL' spun 
fibers of Chenoweth vv^ra shredded, see col. 3. line 68. The polymer fiber, of 
Chenoweth also have lengths and deniers broader in ra nge than the fibers of the claimed 
.nvent,on, see col. 4, lines 12-25. Chenoweth cannot reasonably suggest the 
compositions of the current claims, because he is dealing with different types of fibers 
and different types of products aimed at different applications, automotive hood liners 
and similar products, see col. 5, lines 25^32. By looking at any automobile hood liner one 
can readily see that the products are completely different than the claimed mats and the 
mat of Exhibit 1 . Chenoweth does not teach or reasonably suggest that his product 
would be suitable for use in a ceiling tile of the type described earlier, nor would one 
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skilled in lha an so conclude. The Examiner urges that applicante' ranges fo rthe 

ZL S , dbyCh ~ Wi,hfl -^<.<"* Ration Is wrong, T a 

Clarmad ma, contains abou. 8J2 percent of man-made poiymer fibers and Lie 
UUHO. Chenowe* ur 3 as in Tabte , toa, a range o, 30-50 wf. pernem af^Sf 

™« and mis ,s in combination, m « ,3-17.5 micron Obe^^.y „ 
about 1 rnch iang „ k e ,„ the Calmed mas, but Instead wrr, ^ r „ 

aeni, J" 13 ""' ^ °" he ""V «»«-«• *• <*• ma, constructions, suggested 

cl Z r 6 "" 0,0,8 ^ W b ' anket! ^ * **•» *" and 
Chancwe* from toe claimed invention, Ihe presen, rejection seems to be a improper 

Steven, p ,aoas of pnor a* to „y ,o asteb,lsb a case for obviousness, sea American 
Mediae, Systems. Inc. v Medical Englneedng Corp., 26 US PQ 2d ,081 loTZl 

aTlt T * C " SC ' 0SUre - SSVeral or deficiencil In ,ha 

iZdle r? 89 SUCh M atoW " - essential 

ngred,en, ,„ toa maa a, Gael, tira different suggested applications suggeated ,ha 

g, ss .bars taugh, by Changed, and A*ens a, a, are evidence ,ba, me present 
'ejections are improper hindsight rejections. 

, h «T^ aatorerea80 " SW " rartM ^^ , ^^*<«'ne=™patanl a bla 
under 35 USC 103 and respectfully requests ,ha Examiner to wilhdraw (his rejection and 
to allow all of Ihe claims. lecuonano 

Oalms 51-64. 71-84, 01-04 and 09 ware provisionally rejected under the non- 
suiutory double patenting doctrine because of the claims In pending paten, application 
SerialNo. 1Q/71?,802lnviewofGeel. The Examiner slates that the claims of the 
copending application fail to include polymer fibers in the nonwoven mat, but that 
because of toe teachings of Gael I, would have been obvious to have Included polymer 
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20020020142 and therefona are not merely an oWous modiflcatton _ "\ 

ve*a,, Mta, pane* ,n ,ha oeifctg a,. „ Pub. App. 20020020142 bu, mJad Cor 
■» exposed or baoKer fadno ma.Jb.bab ,b the vertical, folding pane* £££ 

require. Also, for the sama reaaons given above, it would not have been obviou. to „™ 

«' r 'vearrne present invent on. The mats nf in/17 pno , ... 
f^-^cei^^ 



RespectfulJy submitted, 



Robert D. Touslee AltoiTTey for Applicants 

Registration No, 34,032 
Telephone 303.978.3927 
Fax 303.978.2323 
Customer No. 29602 
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